09/15/2098 14:36 2123028998 



HEDMAN & COSTIGAN,PC 



PAGE 07 



REMARKS 

The provisional election of Group claims 1-7 by 
telephone on May 27, 2008 is affirmed. 

In paragraph 8 of the Office Action, claims 1-7 were 
rejected under 35 U . S , C . §102 (a) or (e) as being anticipated by 
Willey et al . (Willey) . 

Reconsideration is requested. 

Willey discloses a grease composition in which a high 
viscosity index-poly- alpha -olefin is a main component of the 
base oil and bismuth oxide is employed as an additive. However, 
Willey also discloses that the high viscoaity index- 
polyalphaolef in base oil provides different performance 
characteristics a.s compared to conventional polyalphaolef in 
oils (Cf* paragraphs [0061] and [0068]). The high viscosity 
index-polyalphaolef in base oil has a kinematic viscosity of 
ISOcSt at 110"C according to Willey and a kinematic viscosity of 
l,500cSt at 40^C according to the attached ExxonMobil brochure. 
Thus, the polyalphaolef in base oil that is specified by amended 
claim 1 as having a kinematic viscosity of 20 to 200 mm2/s or 
cSt at 40^0 is a distinctly different base oil from that 
specified by Willey. 

The base oil of amended claim 1 is not the base oil of 
Willey and for this reason, the rejection under 35 U.S-C*§102- 
Ca) or (e) should be withdrawn. 

In paragraph 16 of the office Action, claims 1-3 and 3-7 
were rejected \mder 35 U . S . C, §102 (b) as being anticipated by 
Stuart Jr. 

Reconsideration is requested, 

Stuart disclose a food grade grease composition which 
contains a bismuth carboxylate and/or bismuth metal powder as 
an additive. Claim 12 has been amended so that it now recites a 
inorganic bismuth compound. This language excludes the bismuth 
carboxylates and bismuth metal that is disclosed by Stuart Jr. 
as grease additives. For this reason, the amended claims define 
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an invention that is not disclosed or suggested by Stuart Jr. 
For these reason, it is requested that this ground of rejection 
be withdrawn. 

New claims 22-26 individually point out preferred greases 
according to the invention that are recited in Markush form in 
amended claim 1. These claims are patentable over the prior art 
for the same reasons, that claim 1 is patentable. 

Aa early axid favorable action is earnestly solicited. 
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